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'a SHORTENED STATUTORY PER.OD FOR REPLY IS S^ TO EXPIRE MONTHIS, PROM 

mailing date of this communication. ^ statutoiv minimiim of thirty (30) days will be considered tmneV- 

. nrperiod fo, repV specHied above is toss t'-";^'^ '^^ ^''^ri^^;^;^^!^^^^^^^ SIX (6) MONTHS fror. the making date of th» comnu.n«a.«n. 
. „ NO ^riod for rep^ is .pecH»d above, the '^Z^J^T^^S^ ^<>^^'< « b~ome ABANDONED (36 U.S^C. I 133). 
■rr;:rr:;:~-n"-^^-^^^^^^ t^.«.ed.mavred».a. 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status ■ 

1 ) □ Responsive to communication(s) filed on _ ~ 

r-n • ciMAt 26) H Thls action Is noH-finBl. 

2a) □ This action IS FINAL. -^D'W ^oritQ i<i 

Disposition of Claims .^^^^^ pending in the application. 

4)0 Claim(s) 1-44 . 

^ is/are withdrawn from consideration. 

is/are allowed. 

^ is/are rejected. 

is/are objected to. 



4a) Of the above, claim(s) 

5) □ Ciaim(s) 

6) □ Claim (s) — 

7) 0 Claim(s) 

8) K Claims 1-44 , 



are subject to restriction and/or election requirement. 



Application Papers 
9)0 The specification is objected to by the Examiner 



1 0)0 The drawing(s) filed on 



is/are a) □ accepted or objected to by the Examiner. 



ne orawiiiyvoi --"^^v- w.. ^ 

1 1 )□ The proposed drawing correction filed on _ 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 -,5 n S C § 119(a)-{d) or (f). 

1 3) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. 

a)D All b)D Some* c)0 None of: 

1 □ Certified copies of the priority documents have been received. 

2 a certified copies of the priority documents have been received in Application No. _^ • 

•see ,he anacheTdSr. 0«ice ac«on ,« a lis, o, .he c.,«l.d ~ ' 
,4,D Acknowledgeman. is made ot a claim 1o, domestic priori^ '^^'^'^J 

a, □ The ,ra„sia«on o. *e foreign lahguage p,ovisiona, appiic.«on has Paeh ,ec v d^ 
,6,D Acknowledgemem is made of a claim fo, domestic pr,o,w upder 36 U.S.C. H 120 

Attachmentls) p ^^^^.^^ summary (PTO-413) Paper Nots). 

1 ) □ Notice of References Cited (PTO-892) . ^ . «ii.«tinn /PTO-1 521 

o ■ (DTfY-Qdai 5) □ Notice of Infomial Patent Application (PTO-l 521 
21 □ Notice of Draftsperson's Patent Drawing Revtew (PTO-9481 LJ 

31 □ information Disclosure Statement(s) (PTO-1449) Paper No(s). 6) □ Other: ^ _ 
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1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-32 and 39-44, drawn to a phase change ink, classified in class 106, 
subclass 31.13. 

II. Claims 21-32, drawn to a method of applying an ink to a substrate, classified in 
class 427, subclass 372.2. 

III. Claims 33-38, drawn to compositions, classified in class 560, subclass 1 1 5. 

2. The inventions are distinct, each from the other because: 

Inventions of Group I and Group ffl are related as mutually exclusive species in an 
intermediate-final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 3rd 
paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the instant case, the 
intermediate product is deemed to be useful as a thickener and the inventions are deemed 
patentably distinct since there is nothing on this record to show them to be obvious variants. 
Should applicant traverse on the ground that the species are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner fmds one of the inventions anticipated by the prior art, the evidence or admission may be 
used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Inventions of Groups I and III and Group II are related as product and process of use. 
TT.e inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
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process for using fte product as claimed can be practiced wid> another materially different 
product or (2) the product as claimed can be in a materially different process of using that 
product (MPEP § 806.05(h)). In the instant case, the process can be pracUced with a materially 
different product, such as another ink composition. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate smtus in flte art as shown by their different classification, testriction for examination 
purposes as indicated is proper. 

4. Applicant is advised that the reply to dtis requirement to be complete must include an 
election of the invention to be examined even Utough the requirement be traversed (37 CFR 
1.143). 

5. Applicant is reminded that upon flte cancellation of claims to a non-elected invention, tite 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of a, least one claim remaining in the application. Any 
amendment ofinventorship must be accompaniedbyareques. under 37CFR,.48(b)andbyti,e 

fee required under 37 CFR 1 .17(i). 

Any inquiry concerning titis communication or earlier communications ftom tite examiner 

should be directed to R. Sergent whose telephone number is (703) 308-2982. 
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